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earned patent term adjustment. See 37 CFR 1 .704(b). 
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6) ^ Claim(s) 1 and 4-19 is/are rejected. 

7) \Z\ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)\Z\ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 

The following office action is in response to the request for continued examination filed on 
September 22, 2010. Claims 1, 4-19 are pending. Claims 1 and 19 have been amended. Claims 
2 and 3 have been cancelled. 

Information Disclosure Statement 

The listing of references in the Search Report is not considered to be an information 
disclosure statement (IDS) complying with 37 CFR 1 .98. 37 CFR 1 .98(a)(2) requires a legible 
copy of: (1) each foreign patent; (2) each publication or that portion which caused it to be listed; 
(3) for each cited pending U.S. application, the application specification including claims, and 
any drawing of the application, or that portion of the application which caused it to be listed 
including any claims directed to that portion, unless the cited pending U.S. application is stored 
in the Image File Wrapper (IFW) system; and (4) all other information, or that portion which 
caused it to be listed. In addition, each IDS must include a list of all patents, publications, 
applications, or other information submitted for consideration by the Office (see 37 CFR 
1.98(a)(1) and (b)), and MPEP § 609.04(a), subsection I. states, "the list ... must be submitted on 
a separate paper." Therefore, the references cited in the Search Report have not been considered. 
Applicant is advised that the date of submission of any item of information or any missing 
element(s) will be the date of submission for purposes of determining compliance with the 
requirements based on the time of filing the IDS, including all "statement" requirements of 37 
CFR 1.97(e). See MPEP § 609.05(a). 

1 . The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other information 
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submitted for consideration by the Office, and MPEP § 609.04(a) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper." Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have not been 
considered. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1, 4-19 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

With respect to claims 1 and 19, applicant claims the limitations "separate sub-regions, at 
least one of which is substantially empty of both the first and second charged particles". The 
limitation of "substantially empty" is considered indefinite. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 1 and 19 are rejected under 35 U.S.C. 102(e) as being anticipated by Machida et 
al (US PG Pub 2004/0252361). 
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As to independent claim 1, Machida et al teach an electrophoretic display panel (Fig. 1) 
for displaying a picture and subsequently displaying a subsequent picture comprising a pixel 
(paragraph 0013) having an electrophoretic medium (L, fluid medium) comprising first and 
second charged particles (4 & 5), the first charged particles having a first optical property (4, of a 
certain color), the second charged particles having a second optical property (5, of a different 
color that 4) different from the first optical property, the first and the second charged particles 
being able to occupy positions in a common region of the pixel (the area between 1 and 6 is the 
common region), the common region comprising at least three substantially separate sub regions, 
at least one of which is substantially empty of both the first particles and second charged 
particles (Figs. 2-6, showing different sub regions with different particles and paragraphs 0079- 
0087), an optical state depending on the positions of the particles in the common region 
(paragraphs 0079-0081), and transition control means being able to control a transition of at least 
a first number of the first particles and at least a second number of the second particles being in 
separate regions in the common region for displaying the picture to separate regions in the 
common region for displaying the subsequent picture (paragraphs 0079-0087), characterized in 
that, the transition control means are further able to control the first number of the first particles 
and the second number of the second particles to be in separate regions in the common region 
during the transition (Figs. 2-6, paragraphs 0079-0087). 

As to independent claim 19, this claim differ from claims 1, above only in that claim 19 
is a method, whereas claim 1 is directed to an apparatus or device. Thus method claim 19 is 
analyzed as previously discussed with respect to apparatus/device claims 1, above. 
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Response to Arguments 

6. Applicant's arguments filed 1/1 8/2010 have been fully considered but they are not 
persuasive. 

With respect to the 35 UCS 1 12, second paragraph rejection in regards to "substantially 
empty", applicant argues where the term substantially does not necessarily render the claim 
indefinite, and where it is not necessary to explicitly state in the specification that substantially 
mean plus or minus so many units. Examiner, agrees that it isn't necessary to explicitly state in 
the specification that substantially mean plus or minus so many units. However, it is necessary 
to clearly articulate in the claims the claimed invention. Applicant indicates where in the 
specification, paragraph 0092 indicates substantially empty. Further in the remarks, applicant 
also indicates where in the emptiness is created by simply applying appropriate voltages to the 
sub region electrodes. Based on these arguments, the 35 USC 1 12, second paragraph rejection is 
maintained. As applicant has stated, the particles in the sub region are based on voltage, as the 
claim is not clears as to the voltages applied to a substantially empty sub region, one can not 
determine the "emptiness" of that sub region. As understood by the specification, if voltage of 
other than zero volts is applied, the sub region is not empty. Therefore, it is understood by one 
of ordinary skill in the art that the term "substantially empty" can infer any amount. Thus, the 
112 rejection is maintained. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SRILAKSHMI K. KUMAR whose telephone number is 
(571)272-7769. The examiner can normally be reached on 7:00 am to 4:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sue Lefkowitz can be reached on 571 272 3638. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Srilakshmi K Kumar/ 
Primary Examiner 
Art Unit 2629 

September 29, 2010 
SKK 



